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Article 18.74: Civil and Administrative Procedures and Remedies

6. In civil judicial proceedings with respect to the infringement of copyright or related rights protecting
works, phonograms or performances, each Party shall establish or maintain a system that provides for one
or more of the following:

(a) pre-established damages, which shall be available on the election of the right holder; or

(b) additional damages.*'*
7. In civil judicial proceedings with respect to trademark counterfeiting, each Party shall also establish or
maintain a system that provides for one or more of the following:

(a) pre-established damages, which shall be available on the election of the right holder; or

111 For greater certainty, additional damages may include exemplary or punitive damages.
1



(b) additional damages.**?

8. Pre-established damages under paragraphs 6 and 7 shall be set out in an amount that would be
sufficient to compensate the right holder for the harm caused by the infringement, and with a view to
deterring future infringements.

9. In awarding additional damages under paragraphs 6 and 7, judicial authorities shall
have the authority to award such additional damages as they consider appropriate, having
regard to all relevant matters, including the nature of the infringing conduct and the need

to deter similar infringements in the future.
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§ 504. Remedies for infringement: Damages and profits

(@) IN GENERAL. — EXCEPT as otherwise provided by this title, an infringer of copyright is liable
for either —

(1) the copyright owner's actual damages and any additional profits of the infringer, as
provided by subsection (b); or

(2) statutory damages, as provided by subsection (c).

(b) AcTtuAL DAMAGES AND PROFITS. — The copyright owner is entitled to recover the actual
damages suffered by him or her as a result of the infringement, and any profits of the infringer that
are attributable to the infringement and are not taken into account in computing the actual
damages. In establishing the infringer's profits, the copyright owner is required to present proof
only of the infringer's gross revenue, and the infringer is required to prove his or her deductible
expenses and the elements of profit attributable to factors other than the copyrighted work.

(c) STATUTORY DAMAGES. —

(1) Except as provided by clause (2) of this subsection, the copyright owner may elect,
at any time before final judgment is rendered, to recover, instead of actual damages and
profits, an award of statutory damages for all infringements involved in the action, with
respect to any one work, for which any one infringer is liable individually, or for which any two
or more infringers are liable jointly and severally, in a sum of not less than $750 or more than
$30,000 as the court considers just. For the purposes of this subsection, all the parts of a
compilation or derivative work constitute one work.

112 For greater certainty, additional damages may include exemplary or punitive damages.
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(2) In a case where the copyright owner sustains the burden of proving, and the court
finds, that infringement was committed willfully, the court in its discretion may increase the
award of statutory damages to a sum of not more than $150,000. In a case where the
infringer sustains the burden of proving, and the court finds, that such infringer was not
aware and had no reason to believe that his or her acts constituted an infringement of
copyright, the court in its discretion may reduce the award of statutory damages to a sum of
not less than $200. The court shall remit statutory damages in any case where an infringer
believed and had reasonable grounds for believing that his or her use of the copyrighted work
was a fair use under section 107, if the infringer was: (i) an employee or agent of a nonprofit
educational institution, library, or archives acting within the scope of his or her employment
who, or such institution, library, or archives itself, which infringed by reproducing the work in
copies or phonorecords; or (ii) a public broadcasting entity which or a person who, as a
regular part of the nonprofit activities of a public broadcasting entity (as defined in section
118(f)) infringed by performing a published nondramatic literary work or by reproducing a
transmission program embodying a performance of such a work.

(3) (A) In a case of infringement, it shall be a rebuttable presumption that the
infringement was committed willfully for purposes of determining relief if the violator, or a
person acting in concert with the violator, knowingly provided or knowingly caused to be
provided materially false contact information to a domain name registrar, domain name
registry, or other domain name registration authority in registering, maintaining, or renewing
a domain name used in connection with the infringement.

(B) Nothing in this paragraph limits what may be considered willful infringement
under this subsection.

(C) For purposes of this paragraph, the term “"domain name” has the meaning given
that term in section 45 of the Act entitled “"An Act to provide for the registration and
protection of trademarks used in commerce, to carry out the provisions of certain
international conventions, and for other purposes” approved July 5, 1946 (commonly
referred to as the “Trademark Act of 1946”; 15 U.S.C. 1127).

(d) ADDITIONAL DAMAGES IN CERTAIN CASES. — In any case in which the court finds that a
defendant proprietor of an establishment who claims as a defense that its activities were exempt
under section 110(5) did not have reasonable grounds to believe that its use of a copyrighted work
was exempt under such section, the plaintiff shall be entitled to, in addition to any award of
damages under this section, an additional award of two times the amount of the license fee that
the proprietor of the establishment concerned should have paid the plaintiff for such use during the
preceding period of up to 3 years.


http://www.copyright.gov/title17/92chap1.html#118
http://www.copyright.gov/title17/92chap1.html#118
http://www.copyright.gov/title17/92chap1.html#110
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§ 35 (15 U.S.C. § 1117). Recovery of profits, damages, and costs

(a)PROFITS; DAMAGES AND COSTS; ATTORNEY FEES
When a violation of any right of the registrant of a mark registered in the Patent and Trademark

Office, a violation under section 1125(a) or (d) of this title, or a willful violation under section
1125(c) of this title, shall have been established in any civil action arising under this chapter, the

plaintiff shall be entitled, subject to the provisions of sections 1111 and 1114 of this title, and

subject to the principles of equity, to recover (1) defendant’s profits, (2) any damages sustained
by the plaintiff, and (3) the costs of the action. The court shall assess such profits and damages or
cause the same to be assessed under its direction. In assessing profits the plaintiff shall be
required to prove defendant’s sales only; defendant must prove all elements of cost or deduction
claimed. In assessing damages the court may enter judgment, according to the circumstances of
the case, for any sum above the amount found as actual damages, not exceeding three times such
amount. If the court shall find that the amount of the recovery based on profits is either inadequate
or excessive the court may in its discretion enter judgment for such sum as the court shall find to
be just, according to the circumstances of the case. Such sum in either of the above circumstances
shall constitute compensation and not a penalty. The court in exceptional cases may award
reasonable attorney fees to the prevailing party.

(b)TREBLE DAMAGES FOR USE OF COUNTERFEIT MARK

In assessing damages under subsection (a) for any violation of section 1114(1)(a) of this
title or section 220506 of title 36, in a case involving use of a counterfeit mark or designation (as
defined in section 1116(d) of this title), the court shall, unless the court finds extenuating
circumstances, enter judgment for three times such profits or damages, whichever amount is
greater, together with a reasonable attorney’s fee, if the violation consists of—

(1) intentionally using a mark or designation, knowing such mark or designation is a
counterfeit mark (as defined in section 1116(d) of this title), in connection with the sale, offering
for sale, or distribution of goods or services; or
(2) providing goods or services necessary to the commission of a violation specified in
paragraph (1), with the intent that the recipient of the goods or services would put the goods
or services to use in committing the violation.
In such a case, the court may award prejudgment interest on such amount at an annual interest
rate established under section 6621(a)(2) of title 26, beginning on the date of the service of the
claimant’s pleadings setting forth the claim for such entry of judgment and ending on the date such

entry is made, or for such shorter time as the court considers appropriate.

(C)STATUTORY DAMAGES FOR USE OF COUNTERFEIT MARKS
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In a case involving the use of a counterfeit mark (as defined in section 1116(d) of this title) in
connection with the sale, offering for sale, or distribution of goods or services, the plaintiff may
elect, at any time before final judgment is rendered by the trial court, to recover, instead of actual
damages and profits under subsection (a) of this section, an award of statutory damages for any
such use in connection with the sale, offering for sale, or distribution of goods or services in the
amount of—

(1) not less than $1,000 or more than $200,000 per counterfeit mark per type of goods or
services sold, offered for sale, or distributed, as the court considers just; or

(2) if the court finds that the use of the counterfeit mark was willful, not more than $2,000,000
per counterfeit mark per type of goods or services sold, offered for sale, or distributed, as the

court considers just.

(d)STATUTORY DAMAGES FOR VIOLATION OF SECTION 1125(D)(1)

In a case involving a violation of section 1125(d)(1) of this title , the plaintiff may elect, at any time
before final judgment is rendered by the trial court, to recover, instead of actual damages and profits,
an award of statutory damages in the amount of not less than $1,000 and not more than $100,000

per domain name, as the court considers just.

(e)REBUTTABLE PRESUMPTION OF WILLFUL VIOLATION

In the case of a violation referred to in this section, it shall be a rebuttable presumption that the
violation is willful for purposes of determining relief if the violator, or a person acting in concert with
the wviolator, knowingly provided or knowingly caused to be provided materially false contact
information to a domain name registrar, domain name registry, or other domain name registration
authority in registering, maintaining, or renewing a domain name used in connection with the
violation. Nothing in this subsection limits what may be considered a willful violation under this

section.

2% . § 34(15U.S.C. § 1116)(d)(1)(B) “counterfeit mark” d E 7%
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(B) As used in this subsection the term “counterfeit mark” means—

(i) a counterfeit of a mark that is registered on the principal register in the United States
Patent and Trademark Office for such goods or services sold, offered for sale, or distributed
and that is in use, whether or not the person against whom relief is sought knew such mark
was so registered; or

(ii) a spurious designation that is identical with, or substantially indistinguishable from, a
designation as to which the remedies of this Act are made available by reason of section
220506 of title 36, United States Code;



but such term does not include any mark or designation used on or in connection with goods or
services of which the manufacturer or producer was, at the time of the manufacture or production in
question authorized to use the mark or designation for the type of goods or services so manufactured

or produced, by the holder of the right to use such mark or designation.
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115 Actions for infringement

(1) Subject to this Act, the owner of a copyright may bring an action for an infringement of the
copyright.

(2) Subject to this Act, the relief that a court may grant in an action for an infringement of copyright
includes an injunction (subject to such terms, if any, as the court thinks fit) and either damages or
an account of profits.

(3) Where, in an action for infringement of copyright, it is established that an infringement was
committed but it is also established that, at the time of the infringement, the defendant was not
aware, and had no reasonable grounds for suspecting, that the act constituting the infringement
was an infringement of the copyright, the plaintiff is not entitled under this section to any
damages against the defendant in respect of the infringement, but is entitled to an account of
profits in respect of the infringement whether any other relief is granted under this section or not.

(4) Where, in an action under this section:
(@) an infringement of copyright is established; and
(b) the court is satisfied that it is proper to do so, having regard to:
(i) the flagrancy of the infringement; and
(ia) the need to deter similar infringements of copyright; and

(ib) the conduct of the defendant after the act constituting the infringement or, if relevant,
after the defendant was informed that the defendant had allegedly infringed the
plaintiff’s copyright; and

(if) whether the infringement involved the conversion of a work or other subject-matter
from hardcopy or analog form into a digital or other electronic machine-readable
form; and

(iii) any benefit shown to have accrued to the defendant by reason of the infringement; and
(iv) all other relevant matters;

the court may, in assessing damages for the infringement, award such additional damages as it
considers appropriate in the circumstances.

Subsection (5) LA FIZE M
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126 What relief can be obtained from court

(1) The relief that a court may grant in an action for an infringement of a registered trade mark
includes:
(a) an injunction, which may be granted subject to any condition that the court thinks fit; and

(b) at the option of the plaintiff but subject to section 127, damages or an account of profits.

(2) A court may include an additional amount in an assessment of damages for an infringement of a
registered trade mark, if the court considers it appropriate to do so having regard to:
(@) the flagrancy of the infringement; and
(b) the need to deter similar infringements of registered trade marks; and
(c) the conduct of the party that infringed the registered trade mark that occurred:
(i) after the act constituting the infringement; or
(ii) after that party was informed that it had allegedly infringed the registered trade mark;
and
(d) any benefit shown to have accrued to that party because of the infringement; and

(e) all other relevant matters.
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121 Provisions as to damages in infringement proceedings

(1) Where, in proceedings for infringement of copyright, it is proved or admitted that at the time
of the infringement the defendant did not know, and had no reason to believe, that copyright
existed in the work to which the proceedings relate, the plaintiff is not entitled to damages but,
without prejudice to the award of any other remedy, is entitled to an account of profits.

(2) In proceedings for infringement of copyright, the court may, having regard to all the
circumstances and in particular to—

(a) the flagrancy of the infringement; and

(b) any benefit accruing to the defendant by reason of the infringement,—

award such additional damages as the justice of the case may require.

(3) In proceedings for infringement of copyright in respect of the construction of a building, no
injunction or other order shall be made—



(a) after the construction of the building has been begun, so as to prevent the building from
being completed; or
(b) so as to require the building, in so far as it has been constructed, to be demolished.
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106 Types of relief available for infringement of registered trade mark
If an application is made to the court for relief, the relief that the court may grant includes—
(a) an injunction on any terms that the court thinks fit:

(b) either damages or an account of profits.
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ARTICLE 18.10: ENFORCEMENT OF INTELLECTUAL PROPERTY RIGHTS

6. In civil judicial proceedings, each Party shall, at least with respect to works, phonograms, and
performances protected by copyright or related rights, and in cases of trademark counterfeiting,
establish or maintain pre-established damages, which shall be available on the election of the right
holder. Pre-established damages shall be in an amount sufficient to constitute a deterrent to future

infringements and to compensate fully the right holder for the harm caused by the infringement.(29)

(29) Neither Party is required to apply paragraph 6 to actions for infringement against a Party or a

third party acting with the authorization or consent of a Party.
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